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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DETAILED ACTION 

Applicants' arguments, filed 5/30/2008, have been fully considered. Rejections 
and/or objections not reiterated from previous office actions are hereby withdrawn. The 
following rejections and/or objections are either reiterated or newly applied. They 
constitute the complete set presently being applied to the instant application. 

Claim Rejections - 35 USC § 103 

The rejection of claims 1-22 and 24-35 as being unpatentable over Lai in view of 
Nochumson, Monestere, and Rudnick is maintained. 

Applicant argues that there is nothing in Lai et al., Monestere or Nochumson that 
would suggest than any monomer could be incorporated into a lens formulation and 
used as a ligand monomer to reversibley bind silver. However, the motivation to 
provide N,N'-bisacylylcystamine as the monomer for Lai et al. stems from the fact that 
Lai et al. teaches incorporating divinyl monomers as crosslinking agents and N,N'- 
bisacylylcystamine is divinyl monomer known in the art as a crosslinking agent, as 
evidenced by Nochumson. Applicant's claims do not require that the monomer 
reversibly bind silver. This requirement argued by applicant is not commensurate in 
scope with the claimed invention. 

Applicant argues that Monostere does not suggest that silver could be associated 
with the lens by any means other than precipitation. However, as applicant points out, 
the silver nitrate of Monostere penetrates and becomes part of the lens, which is, 
therefore, an association with the lens other than precipitation. 
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Applicant also argues that none of the references disclose an antimicrobial lens. 
However, one cannot show nonobviousness by attacking references individually where 
the rejections are based on combinations of references. The references taken as a 
whole reasonably suggest antimicrobial lenses, since they teach incorporation of silver 
nitrate, which would necessarily render the lenses antimicrobial. 

Applicant also argues that there is no suggestion to cure a reaction mixture 
containing the ligand monomer under reaction conditions "sufficient to provide a 
reactivity ratio of the ligand monomer to at least one major lens forming component of at 
least about 0.45 lens. However, curing the lens to where the ratio of ligand monomer 
(N,N'-bisacylylcystamine) to one major lens forming component is merely a matter of 
judicious selection and routine optimization which is well within the purview of the skilled 
artisan. For example, Lai et al. teach adding crosslinking agents, i.e. N,N'- 
bisacylylcystamine in a range of 0.01 to about 10 wt% and curing the monomeric 
mixture with polymerization initiators, where the initiators are at a concentration of about 
0.001 to 2 percent. (See col.5, lines 22-24, and lines 26-35.) The artisan could add the 
crosslinking agent at 0.1% and add the initiator at 0.22%, which would yield a ratio of 
about 0.45. 

Applicant also argues surprising results based on examples 4-10 of the 
specification. They state that silver is not incorporated at the desired amounts without 
the appropriate reactivity ratio. However, the discussion of Table 2 of examples 4-1 0 at 
page 32 does not mention reactivity ratios. It shows that incorporation of silver nitrate 
into the lens is complete when the initiator is at a concentration of 1 .35 ppm, and that 
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incorporation of silver nitrate is incomplete 61 .9% to 72.9% when the initiator is at a low 
or intermediate concentration. Applicant does not specifically claim an initiator 
concentration of 1 .35ppm. Instead, applicant claims the initiator concentration at about 
0.4%, 0.9% and about 0.4 to about 2% (claims 32-35). Since Lai et al. teach adding the 
initiator in the same relative proportions, i.e. 2%, once the silver nitrate is sprayed on 
the lens as described in Monestere, the lens would inherently incorporate the desired 
amounts of silver. 

Nonstatutory Obvious-type Double Patenting 

1 ) The provisional rejection of claims 1,7-8,13,15,19 and 21 as being 
unpatentable over claims 9 and 23-24 of copending application 10/715,745 is 
maintained. 

Applicant argues that Rathore does not disclose or suggest cure conditions 
which provide the reactivity ratios recited in the present application, or the cure intensity 
which is an important factor in achieving the reactivity ratio. However, determining 
reactivity ratio would be inherent to the incorporation of the silver as the antimicrobial 
agent with the ligand. Therefore, determining the reactivity is deemed merely a matter of 
judicious selection and routine optimization which is well within the purview of the skilled 
artisan. 

2) The provisional rejection of claims 1, 7-8, 13, 15, 19 and 21 as being 
unpatentable over claims 1, 10, 11 and 17 of copending application 10/719,903 is 
maintained. 
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Applicant argues that Anderson does not disclose a ligand monomers which 
reversibly bind silver and reactivity ratios. However, the same ligands are claimed 
insofar as formula IV of the instant claim 1 and formula I of the '903 application are the 
same. Determining reactivity ratio would be inherent to the incorporation of the silver as 
the antimicrobial agent with the ligand. Therefore, determining the reactivity is deemed 
merely a matter of judicious selection and routine optimization which is well within the 
purview of the skilled artisan. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Walter E. Webb whose telephone number is (571) 270- 
3287. The examiner can normally be reached on 8:00am-4:00pm Mon-Fri EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Frederick F. Krass can be reached (571) 272-0580. The fax phone number 

for the organization where this application or proceeding is assigned is 571-273-8300. 

Walter E. Webb 
/Walter E Webb/ 
Examiner, Art Unit 1612 

/Frederick Krass/ 

Supervisory Patent Examiner, Art Unit 1612 



